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DETAILED ACTION 
Double Patenting 

A rejection based on double patenting of the "same invention" type finds its support in 
tine language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter. See Miller v. 
Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); 
and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 

Claims 40 - 45 are rejected under 35 U.S.C. 101 as claiming the same invention 
as that of Claims 11 - 12, 14 - 17 of allowed Application No. 10529379 (US Patent 
Number not yet issued). This is a double patenting rejection. 

The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, such as: 

> An apparatus for taking up a succession of imbricated packaging bags carried 
by a pair of carrier tapes, said apparatus comprising: 

> two carrier tape winding spools positioned coaxially with one another; 

> a differential gear unit positioned between said spools, said differential gear 
unit removably connectable to a shaft of a bag loader whereby two carrier 
tapes can be wound up on said spools with equal tension; 

> wherein said spools each have a recess in a surface which faces the other 
spool and wherein said differential gear unit is positioned in said recesses. 

> wherein said spools and differential gear unit are positioned in a cassette 
housing. 

> wherein each of said spools is integrally formed with a bevel gear coaxial with 
said spool. 

> wherein said differential gear unit comprises a core and at least one pinion 
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gear attached to said core and positioned to mesh with each bevel gear. 

> wherein said core comprises a mating hole for mating with the shaft of a bag 
loader. 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or Improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 33 - 39 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over Claims 11 - 12, 14 - 17 of allowed 
Application No. 10529379 (US Patent Number not issued) in view of O'Neill (4,796,412) 
and in further view of Soubeyrand et al (FR 2581633). 

Re: Claims 33 - 39, allowed application recites: 

> An apparatus comprising: 

> two carrier tape winding spools positioned coaxially with one another; 

> a differential gear unit positioned between said spools, said differential gear 
unit removably connectable to a shaft of a bag loader whereby two carrier 
tapes can be wound up on said spools with equal tension; 

> wherein said spools each have a recess in a surface which faces the other 
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spool and wherein said differential gear unit is positioned in said recesses; 

> wherein said spools and differential gear unit are positioned in a cassette 
housing; 

> wherein each of said spools is integrally formed with a bevel gear coaxial with 
said spool; 

> wherein said differential gear unit comprises a core and at least one pinion 
gear attached to said core and positioned to mesh with each bevel gear; and 

> wherein said core comprises a mating hole for mating with the shaft of a bag 
loader; however, 

The allowed application is silent with respect to wherein each spool comprises a 
core with a core surface and walls forming a race where turns of tape are wound-up, 
wherein the core surface comprises resilient means for releasing a radial pressure 
acting on the turns of tape that have been wound up first. 

Attention is directed to O'Neill who teaches his spool assembly (5) for winding-up 
at least two adhesive carrier tapes (3, 4) of a packaging taped bag chain in an 
apparatus (1 ) for taking up a succession of packaging bags (2a, 2b, 2c), wherein said at 
least two carrier tapes are wound about a respective spool (8, 9) and wherein each 
spool comprises a core with a core surface (understood), for feature of affording a "drive 
dog" (11,12) respective of each spool for common drive by a "differential drive". 

It would have been obvious to one of ordinary skill in the art to modify the 
reference of the allowed application with the teaching of O'Neill for utility. 

With respect to said core of each spool comprising walls forming a race where 
turns of tape are wound up, though O'Neill is silent with respect to said wall, said walls 
are well known in the art. 

However, O'Neill is silent wit respect to resilient means for releasing a radial 
pressure acting on the turns of tape that have been wound up first. 

Attention is directed to Soubeyrand et al who teach their resilient means (7, Fig. 
5) for releasing a radial pressure on turn of tape (4) for features of promoting 
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releasibility of said tape during unwinding as well as minimizing a telescoping of said 
tape during winding or upon the conclusion of winding (Page 3, L. 13 - 21). 

It would have been obvious to one of ordinary skill in the art to modify the 
invention comprising the claims of the allowed application and the reference of O'Neill 
with the teaching of Soubeyrand et al for utility. 

Claim Objections 
Claims 30 and 32 are objected to because: 

• Re: Claim 30, Line 2, "the" of "the base" should be written as "a". 

• Re: Claim 32, Line 2, the" of "the group" should be written as "a". 

• Appropriate corrections are required. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 24 - 26, 28 - 29 and 31 - 32 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Soubeyrand et al in view of Grace (GB 2064477A). 

Re: Claims 24 - 26, 28 - 29 and 31 - 32, Soubeyrand et al disclose a spool (2, 
comprising respectively: 

> a core (6) with a core surface characterized in that the core surface 
comprises resilient means (Page 3, L. 3, "... compressible an for example, by 
a core ... of polyethylene...") for releasing a radial pressure acting on the 
turns of tape that have been wound-up first (Page 3, L. 1 3 - 1 5). 

> wherein said resilient means comprise at least one resilient projecting tongue 
(7); 
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> wherein a plurality of equally-spaced resilient projecting tongues are provided 
on the core surface. 

> wherein said at least one tongue is inclined at an acute angle with respect to 
a tangent to the spool surface. 29 

> wherein said at least one tongue is moulded with the core surface or a part 
thereof (Page 3, L. 13-15). 

> wherein said resilient means comprise a continuous liner of a resilient 
material (Page 4, L. 22 - 27). 

With respect to said resilient material comprises a material selected from a group 
consisting of rubber and foamed plastic material, though Soubeyrand et al disclose their 
resilient material comprises a synthetic material, such as polyethylene, the selection of 
a resilient material from a group consisting of rubber and foamed plastic material would 
have been obvious to one having ordinary skill in the art, since it has been held to be 
within the general skill to select a known material on the basis of its suitability for the 
intended use as a matter of obvious design choice. In re Leshin, 125 USPQ 416. 

However, Soubeyrand et al are silent with respect to their core having walls 
forming a race where turns of tape are wound up. 

Attention is directed to Grace who teaches his spools (11, 13) having walls where 
turns of tape are wound up as known in the art. 

It would have been obvious to one of ordinary skill in the art to modify the 
reference of Soubeyrand et al with the teaching of Grace for containing wound tape for 
utility. 

Claims 27 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Soubeyrand et al Grace, as applied to Claim 24, and in further view of Gecic et al 
(US 20040206838). 

Re: Claim 27, Soubeyrand et al disclose their tongue an acute angle to their core 
surface. 

Grace is silent with respect to a tongue. 
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Attention is directed to Gecic et a! who teach their spool (18, Fig. 9) having 
tongues (22) that are substantially tangent to a surface of their spool to, in part, mitigate 
the adhesion of their tape to the surface of their spool for releasability. 

It would have been obvious to one of ordinary skill in the art to modify the 
invneiton of Soubeyrand et al and Grace with the teaching of Gecic et a! for utility. 

Re: Claim 30, Soubeyrand et al are silent with respect to cavities at a base of 
their tongue. 

Grace is silent with respect to a tongue. 

Attention is directed to Gecic et al who teach their spool (18, Fig. 9) having 
tongues (22) that are substantially tangent to a surface of their spool to, in part, mitigate 
the adhesion of their tape to the surface of their spool for releasability as well as having 
cavities (Fig. 9a) whereby their tongues can be retracted within the core of their spool to 
promote removal of their wound tape and mitigate a telescoping of said wound tape 
during removal. 

It would have been obvious to one of ordinary skill in the art to modify the 
invneiton of Soubeyrand et al and Grace with the teaching of Gecic et al to promote 
productivity and quality. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Carson et al (US 20020130058 Al), Fiorentino et al (3,295,778), 
Rengo (2,494,106), Rippin (4,421,283), Yokoe (4,739,945), Vincent (5,354,012) and 
Carlson (3,737,028) are cited for references of apparatuses and elements of relevance 
to features of the instant invention. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stefan Kruer whose telephone number is 571 .272.5913. 
The examiner can normally be reached on M-F. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter Cuomo can be reached on 571 .272.6856. The fax phone number for 

the organization where this application or proceeding is assigned is 571 .273.8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866.217.9197 (toll-free). 

/Stefan Kruer/ 
Examiner, Art Unit 3654 
16 December 2008 
/Peter M. Cuomo/ 

Supervisory Patent Examiner, Art Unit 3654 



